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Many companies set their sights on selling products or releasing software
as quickly as possible to bring in revenue. While this may be beneficial in
the short-term, it may have serious consequences long-term if a patent
filing strategy is not first developed and then followed. Products and
software often include inventive concepts that a company wants to protect,
which may be done through obtaining a patent.

Releasing or marketing a product constitutes “public disclosure,” which
generally includes non-confidential conveyance of information describing an
inventive concept. Actions have to meet a relatively low bar to be
considered public disclosure. The following categories of actions constitute
public disclosure: (1) describing the inventive concept in a printed
publication (e.g., marketing materials, online blogs, grant proposals, pitch
decks); (2) using the inventive concept in public (e.g., displaying a product
that includes the inventive concept at a trade show even if the inventive
concept is concealed or not easily discerned); (3) placing a product that
includes the inventive concept on sale; or (4) making the inventive concept
otherwise available to the public
(which will likely be determined
on a case-by-case basis).
Moreover, the public disclosure
may occur anywhere in the
world.

When an inventive concept is
publicly disclosed prior to filing a
patent application, whether the
inventor(s) or employer may
subsequently apply for patent
protection on the disclosed
inventive concept varies from
country to country. Individual
countries may provide for a
“grace period” for filing a patent
application within a specified
time period, which is typically 6
or 12 months from the date of
the public disclosure. For
example, the United States,
Argentina, Canada, and Japan offer a grace period of 12 months while
Australia, the Eurasian Patent Organization, and the European Patent
Organization offer a grace period of 6 months.

To further complicate matters, many countries have specific criteria that
need to be met for the grace period to apply. Therefore, even if a patent
application is filed within the grace period, unless the disclosure meets
certain criteria required by that country, the inventor(s) or employer will not
be permitted to obtain a valid patent on the disclosed inventive concept
(and any patent that is obtained improperly is subject to be invalidated
during any ensuing litigation).

The United States (US) is one country that does not require that specific
criteria surrounding the disclosure be met for its grace period to apply. The
relevant US law states that any “disclosure made 1 year or less before the
effective filing date of a claimed invention shall not be prior art to the
claimed invention…if…the disclosure was made by the inventor…or by
another who obtained the subject matter disclosed directly or indirectly from
the inventor.” The “effective filing date” is the earliest filing date that may be
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obtained by filing either a provisional application or non-provisional application
in the US, a patent application directly with the patent office of another country
or an application with the World Intellectual Property Organize (WIPO), often
referred to as a “PCT application.”

As one example of the need to meet specific criteria, the European Patent
Office (EPO) only provides for a grace period if either of the following caused
the disclosure: 1) an evident abuse in relation to the applicant or his legal
predecessor, or 2) display of the invention by the applicant or his legal
predecessor at an official or officially recognized international exhibition.
Similarly, China only provides for a grace period if any of the following apply,
the disclosure: 1) was in the purpose of public interest when a state of
emergency or an extraordinary situation occurred in the country, 2) was at an
international exhibition sponsored or recognized by the Chinese Government,
3) was at a prescribed academic or technological meeting, or 4) was
disclosed by any person without the consent of the applicant. Thus, the EPO
and China each require that the disclosure meet specific, narrow criteria for
the grace period to apply.

As one theoretical example of the negative effects of public disclosure,
consider the disclosure of a new product and its inventive concepts to
potential investors. Unless done under a non-disclosure agreement (NDA),
the disclosure marks the beginning of each country’s grace period. The
inventor(s) or employer may file an application with the USPTO within 1 year
from the disclosure and may prevent competitors from copying the inventive
concept within the US once a patent issues. However, as disclosure to
potential investors fails to meet criteria set forth by many foreign countries,
the inventor(s) and employer are likely to be barred from applying for patent
protection on the disclosed inventive concepts outside of the US. Thus,
competitors may copy the inventive concepts and incorporate such into
products that are sold outside of the US.

While public disclosure of an inventive concept complicates the path to
obtaining patent protection, avoiding the public disclosure issue altogether is
straightforward. Inventors can either (1) file a patent application (provisional,
non-provisional, within the US or abroad) prior to publicly disclosing the
inventive concept, or (2) disclose the inventive concept only under an NDA
(also referred to as a confidentiality agreement).

In summary, the prevailing guidance is that inventor(s) and employers should
discuss any inventive concepts with their patent counsel prior to any
scheduled public disclosures in order to devise a strategy for filing patent
applications that also coincides with the desire to market and release
products as early as possible. In fact, discussing product cycles with your
patent counsel enables development of a patent filing strategy (within the US
and abroad) that ensures drafting and filing of patent applications do not
disrupt desired product release dates and maintains the ability to file for
patent protection in any jurisdiction.

Additionally, in the event an inventive concept is publicly disclosed and a
grace period has expired (or did not apply), a “creative” patent counsel may
still be able assist you in strategizing on filing for patent protection on
alternative embodiments or improvements in order to obtain some patent
protection on the inventive concept.

Kyle St. James advises clients on patent portfolio development and
prosecution strategies in the U.S. and abroad. He can be reached at 
(714) 338-1805 or kstjames@rutan.com.
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